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Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .1 7(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 12-20- 
2005 has been entered. 

Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longh 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

3. Claims 1-28 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-20 of 
copending Application No. 09/964,385 and claims 1-20 of copending Application No. 
10/101 ,630. Although the conflicting claims are not identical, they are not patentably 
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distinct from each other because all the claimed limitations, i.e., a battery and sound 
generating device, are transparently found in the copending Application No. 09/964,385 
and copending Application No. 10/101 ,630 with obvious wording variations. See the 
example of claim 1 of the present application, copending Application No. 09/964,385 
and copending application No. 10/101 ,630 as set forth in the office action dated 9-16- 
2005 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 5-6 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Stone (US PAT: 5,767,778) in view of Suzuki et al. (US PAT: 6,556,665, filed 7-9- 
1999, hereinafter Suzuki) 

Regarding claim 5, Stone discloses a device (31 , figure 4) for a wireless 
communication device (32, figure 4) that plays alerts, the device comprising a shell (13, 
figure 3) attachable between a wireless communications device body (1 1 figure 3) and a 
wireless communications device battery (12, figure 3), an alert generating device (38, 
figure 4) inside the shell and (42, figure 40) for storing a plurality of alert files, wherein 
the alert comprising memory generating device is triggered by an electrical signal from 
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the wireless communication device (32, figure 4) to play an alert associated with the 
alert file upon detection of incoming communication by the wireless communications 
device, an external connector socket (43, figure 4) on the shell in electrical 
communication with the alert generating device to provide external access to the 
plurality of alert files in the alert generating device and a selector, i.e., a mode switch, 
on the shell for designating a file to use as an audio alert (col. 4 line 13 through col. 5 
line 35 and col. 7 lines 10-31). 

Stone differs from claim 5 in that he does not specifically teach to play the alert 
associated with the alert file upon detection of an event at the wireless communication 
device other than an incoming communication. 

However, Suzuki discloses portable telephone set which teaches the following: to 
play the alert associated with the alert file upon detection of an event at the wireless 
communication device other than an incoming communication (col. 1 lines 45-49, col. 2 
lines 1-16, col. 4 lines 15-23). 

Thus, it would have been obvious to one of ordinarily skill in the art at the time 
invention was made to modify Stone's system to provide for the following: to play the 
alert associated with the alert file upon detection of an event at the wireless 
communication device other than an incoming communication as this arrangement 
would facilitate providing alert sounds for the user for other events as taught by Suzuki, 
thus facilitating additional function for the portable/wireless telephone, thus enhancing 
user convenience. 
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Regarding claim 6, the limitations of the claim are rejected for the same reasons 
as set forth in the rejection of claim 5. 

Regarding claim 21, Stone discloses a computer readable medium containing 
instructions that when executed by a processor of a wireless device perform acts, 
wherein the cellular telephone includes a cellular telephone body (32, figure 4) for 
generating an electrical signal, a cellular telephone battery (30, figure 4) for powering 
the cellular telephone body, an audio signal device (31 , figure 4) connectable with the 
cellular telephone body and the cellular telephone battery, including a sound generating 
device (38, figure 4), memory (42, figure 4), and a selector device (41 , figure 4), 
comprising the acts of storing a plurality of sound files in memory, receiving input from 
the selector device, designating a file of the plurality to use as an alert signal by 
manipulating the selector on the audio signal device and alerting a user with the alert 
signal of the designated file in response to the electrical signal generated by the body 
(abstract and col. 4 line 13 through col. 5 line 35 and col. 7 lines 10-31). 

Stone differs from claim 21 in that although he discloses generating response to 
an incoming telephone call (col. 4, line 66 -col. 5, line 5); he does not specifically teach 
generating signal in response to an event at the wireless device other than incoming 
telephone call. 

However, Suzuki teaches the following: generating signal in response to an 
event at the wireless device other than incoming telephone call (col. 1 lines 45-49, col. 2 
lines 1-16, col. 4 lines 15-23). 
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Thus, it would have been obvious to one of ordinarily skill in the art at the time 
invention was made to modify Stone's system to provide for the following: generating 
signal in response to an event at the wireless device other than incoming telephone call 
as this arrangement would facilitate providing alert sounds for the user for other events 
as taught by Suzuki, thus facilitating additional function for the portable/wireless 
telephone, thus enhancing user convenience. 

6. Claims 1-3, 7-10, 12-14, 16-20 and 22-24 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Stone in view of Haraguchi (US PAT: 6,597,279) and Suzuki. 

Regarding claim 1 , Stone discloses a device (31 , figure 4) that plays alerts and is 
used with a wireless communications device (32, figure 4), the device comprising: a 
substantially rectangular planar shell having electrical terminals (14b and 15c, figure 3) 
on one side that are electrically connectable to electrical terminals (14a and 15a, figure 
3) on a wireless communications device, and an alert generating device (38, figure 4) 
located inside the shell and electrically connected to the electrical connectors of the 
planar shell, comprising memory (42, figure 42) for storing an alert file, wherein the alert 
generating device is triggered to play an alert associated with the alert file upon 
detection of incoming communication by the wireless communications device (col. 4 line 
13 through col. 5 line 35 and col. 7 lines 10-31). In addition, Stone teaches a selector 
device, i.e., a mode switch, on the rectangular planar shell for determining the type of 
auxiliary alert to be generated (col. 5 lines 10-25 and col. 7 lines 16-20). Stone differs 
from the claimed invention in not specifically teaching the selector device for scrolling 
through the plurality of sound files and designating a sound file to use as an audio alert 
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Signal; to play alert associated with the file upon detection of an event at the wireless 
communication device other than an incoming communication. However, Haraguchi 
teaches a simplified method for setting an incoming tone to be output from a speaker 
when a signal is received by an operation comprising a jog dial for scrolling through the 
plurality of sound files and desiring a sound file to use as an audio alert signal (col. 5 
Iinesl6 through col. 6 line 34) in order to simplify the operation of setting the incoming 
tone; Suzuki teaches the following: to play alert associated with the file upon detection 
of an event at the wireless communication device other than an incoming 
communication (col. 1 lines 45-49, col. 2 lines 1-16, col. 4 lines 15-23). Therefore, it 
would have been obvious to a person of ordinary skill in the art at the time the invention 
was made to modify the selector device of Stone for scrolling through the plurality of 
sound files and designating a sound file to use as an audio alert signal, as per teaching 
of Haraguchi, because it makes user friendly by simplifying the operation of setting the 
incoming tone; and Stone's system to provide for the following: to play alert associated 
with the file upon detection of an event at the wireless communication device other than 
an incoming communication as this arrangement would facilitate providing alert sounds 
for the user for other events as taught by Suzuki, thus facilitating additional function for 
the portable/wireless telephone, thus enhancing user convenience. 

Regarding claim 2, Stone discloses the alert generating device being a sound 
generating device (col. 7 lines 13-14), wherein the alert file is a sound file and the alert 
is an audio alert (col. 7 lines 26-28), and wherein the sound generating device stores a 
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plurality of sound files, and wherein each sound file can be designated as an audio alert 
signal for the telephone (col. 7 lines 28-31). 

Regarding claim 3, Stone teaches an external connector socket in electrical 
communication to provide external access to the plurality of sound files in the sound 
generating device (col. 7 lines 2 1-23). 

Regarding claim 7, Stone discloses a wireless communications device system 
having changeable alert signals, the system comprising a wireless communications 
device body (1 1 , figure 3) a wireless communications device battery (12, figure 3) for 
powering the wireless communications device body; and an alert signal device (31, 
figure 4) connectable with the wireless communications device body and the wireless 
communications device battery, including an alert generating device (38, figure 4) 
comprising memory (42, figure 4) for storing an alert file, wherein the alert generating 
device is triggered to play an alert associated with the alert file upon detection of 
incoming communication by the wireless communication device (col. 4 line 13 through 
col. 5 line 35 and col. 7 lines 10-31 ). In addition, Stone teaches a selector device, i.e., 
a mode switch, on the rectangular planar shell for determining the type of auxiliary alert 
to be generated (col. 5 lines 10-25 and col. 7 lines 16-20. Stone differs from the claimed 
invention in not specifically teaching the selector device for scrolling through the plurality 
of sound files and designating a sound file to use ms an audio alert signal; triggering to 
play the alert upon detection of an event at the wireless communication device other 
than an incoming communication. However, Haraguchi teaches a simplified method for 
setting an incoming tone to be output from a speaker when a signal is received by an 



Application/Control Number: 09/964,389 Page 9 

Art Unit: 2643 

operation comprising a jog dial for scrolling through the plurality of sound files and 
designating a sound file to use ms an audio alert signal (col. 5 Iinesl6 through col. 6 line 
34) in order to simplify the operation of setting the incoming tone; Suzuki teaches the 
following: triggering to play the alert upon detection of an event at the wireless 
communication device other than an incoming communication (col. 1 lines 45-49, col. 2 
lines 1-16, col. 4 lines 15-23). Therefore, it would have been obvious to a person of 
ordinary skill in the art at the time the invention was made to modify the selector device 
of Stone for scrolling through the plurality of sound flies and designating a sound file to 
use as an audio alert signal, as per teaching of Haraguchi, because it makes user 
friendly by simplifying the operation of setting the incoming tone; to modify Stone's 
system to provide for the following: triggering to play the alert upon detection of an 
event at the wireless communication device other than an incoming communication as 
this arrangement would facilitate providing alert sounds for the user for other events as 
taught by Suzuki, thus facilitating additional function for the portable/wireless telephone, 
thus enhancing user convenience. 

Regarding claim 8, the limitations of the claim are rejected ms the same reasons 
set forth in claim 2 

Regarding claims 9-10, Stone teaches an external connector socket (43, figure 4) 
in electrical communication to provide external access to the plurality of sound files in 
the sound generating device such that a computer system includes an electrical plug 
connected to the sound generating device through the connector socket for editing the 
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plurality of sound files by adding or deleting from the sound generating device (col. 7 
lines 16-23). 

Regarding claim 12, Stone teaches the alert generating device being a sound 
generating device (col. 7 lines 13-14), wherein the alert file is a sound fille and the alert 
is an audio alert (col. 7 lines 26-28), and wherein the sound generating device stores a 
plurality of sound files that are capable of being edit (col. 7 lines 18-23). 

Regarding claims 13-14, the limitations of the claims are rejected as the same 
reasons set forth in claims 9-10. 

Regarding claims 16 and 17, Stone discloses the system comprising an external 
connector, i.e., accessing means (43, figure 4), on the audio signal device in electrical 
communication with the sound generating device to provide external access to the 
plurality of sound tiles in the sound generating device, a computer system, i.e., 
programming means, having an electrical plug electrically connected to the sound 
generating device through the connector socket, for editing the plurality of sound files by 
adding or deleting from file sound generating device, and a selector device, i.e., 
selecting means (41 , figure 4) on the audio signal device for designating a sound file to 
use as an audio alert signal (col. 5 lines 10-25 and co1.7 lines 10-31). 

Regarding claim 18, Stone discloses a method of programming designated alert 
signals on a wireless communication device comprising the steps of providing an alert 
signal device (31 , figure 4) for use with a wire ess communication device (32, figure 4), 
the alert signal device including a programmable alert generating device (38, figure 4) 
and an external socket (43, figure 4) located on an outside surface, connecting a 
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computer system containing software that can access the alert generating device to the 
external socket of the audio alert signal device, accessing the alert generating device, 
adding or deleting an alert file via the computer onto or from the alert generating device, 
respectively (col. 4 line 13 through col. 5 line 35 and col. 7 lines 10-31). In addition, 
Stone teaches a selector device, i.e., a mode switch, on the rectangular planar shell for 
determining the type of auxiliary alert to be generated (col. 5 lines 10-25 and col. 7 lines 
10-31 ). In addition, Stone teaches a selector device, i.e., a mode switch, on the 
rectangular planar shell for determining the type of auxiliary alert to be generated (col.. 5 
lines 10-25 and col. 7 lines 16-20) so that one skill in the art would recognize the 
selector device located on the outside surface, playing the sound file upon detection of 
incoming call at the wireless communication device (fig. 3, col. 4, line 66 - col. 5, line 
17). Stone differs from the claimed invention in not specifically teaching the selector 
device for scrolling through the plurality of sound files and designating a sound file to 
use as an audio alert signal; playing the sound file upon detection of event at the 
wireless communication device other than the incoming communication. However, 
Haraguchi teaches a simplified method for setting an incoming tone to be output from a 
speaker when a signal is received by an operation comprising a jog dial for scrolling 
through the plurality of sound files and designating a sound file to use ms an audio alert 
signal (col. 5 Iinesl6 through col. 6 line 34) in order to simplify the operation of setting 
the incoming tone; and Suzuki teaches the following: playing the sound file upon 
detection of event at the wireless communication device other than the incoming 
communication (col. 1 lines 45-49, col. 2 lines 1-16, col. 4 lines 15-23). Therefore, it 
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would have been obvious to a person of ordinary skill in the art at the time the invention 
was made to modify the selector device of Stone for scrolling through the plurality of 
sound files and designating a sound file to use as an audio alert signal, as per teaching 
of Haraguchi, because it makes user friendly by simplifying the operation of setting the 
incoming tone; modify Stone's system to provide for the following: playing the sound file 
upon detection of event at the wireless communication device other than the incoming 
communication as this arrangement would facilitate providing alert sounds for the user 
for other events as taught by Suzuki, thus facilitating additional function for the 
portable/wireless telephone, thus enhancing user convenience. 

Regarding claim 19, Stone teaches that the computer system is a PC, which is 
inherently including a personal data assistant (col. 7 lines 21-23). 

Regarding claim 20, Stone discloses a method of selecting a designating alert 
signals on a wireless communication device (32. figure 4) comprising the steps of 
providing an alert signal device (31 , figure 4) for use with a wireless communications 
device (32, figure 4), the alert signal device including a programmable alert generating 
device (38, figure 4) and a selector (41 , figure 4) located on an outside surface, wherein 
the alert generating device includes a plurality of alert files, and selecting a selected 
alert from the plurality of alert files when a designated alert filed is reached (col. 4 line 
13 through col. 5 line 35 and col. 7 lines 10-31), playing the sound file upon detection of 
an incoming call (fig. 3 col. 4, line 66 - col. 5, line 17). Stone differs from the claimed 
invention in not specifically teaching the step of scrolling through the plurality of sound 
files with the selector to experience the plurality of alert file; playing a sound file upon 
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detection of an event at the wireless communications device other than an incoming 
communication. However, Haraguclti teaches a simplified method for setting an 
incoming tone to be output from a speaker when a signal is received by an operation 
comprising a jog dial for scrolling through the plurality of sound files and designating a 
sound file to use as an audio alert signal (col. 5 lines 16 through col. 6 line 34) in order 
to simplify the operation of setting the incoming tone and Suzuki teaches the following: 
playing a sound file upon detection of an event at the wireless communications device 
other than an incoming communication (col. 1 lines 45-49, col. 2 lines 1-16, col. 4 lines 
1 5-23) . Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to modify Stone in scrolling through the plurality of 
sound files with the selector to experience the plurality of alert file, as per teaching of 
Haraguchi, because it makes user friendly by simplifying the operation of setting the 
incoming tone; and modify Stone's system to provide for the following: playing a sound 
file upon detection of an event at the wireless communications device other than an 
incoming communication as this arrangement would facilitate providing alert sounds for 
the user for other events as taught by Suzuki, thus facilitating additional function for the 
portable/wireless telephone, thus enhancing user convenience. 

Regarding claims 22-24, Stone discloses that the wireless device is a cellular 
telephone (24 figure 4), the alert is a sound(col.7 liens 13-14) and the incoming 
communication is a telephone call (col. 2 lines 9-23). 
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7. Claims 25-28 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Stone in view of Haraguchi, Suzuki and Sawada et al. (US PAT: 6,810,274, hereinafter 
Sawada). 

Regarding claim 25, Stone discloses a device (13, figure 3) that plays alerts and 
is used with a wireless communications device (1 1 , figure 3), the device comprising a 
planar shell having electrical terminals (14b and 15b, figlzre 3) on one side that are 
electrically connectable to electrical terminals (14a and 15a, figure 3) on a wireless 
communications device, and an alert generating device (38,, figure 4), located inside the 
shell and electrically connected to the electrical connectors of the planar shell, 
comprising memory (42, figure 4) for storing an alert file, wherein the alert generating 
device is triggered to play an alert associated with the alert file upon detection of an 
incoming communication by the wireless communications device. In addition, Stone 
teaches a selector device, i.e., a mode switch, on the rectangular planar shell for 
determining the type of auxiliary alert to be generated (col. 5 lines 10-25 and col. 7 lines 
16-20). Stone differs from the claimed invention in not specifically teaching the selector 
device for scrolling through the plurality of sound files and designating a sound file to 
use as an audio alert signal; and to play the alert (such as designated file) upon 
detection of event at the wireless communication device other than an incoming 
communication. However, Haraguclti teaches a simplified method for setting an • 
incoming tone to be output from a speaker when a signal is received by an operation 
comprising a jog dial for scrolling through the plurality of sound files and designating a 
sound file to use as an audio alert signal (col. 5 lines 16 through col. 6 line 34) in order 
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to simplify the operation of setting the incoming tone; Suzuki teaches the following: to 
play the alert (using a designated file) upon detection of event at the wireless 
communication device other than an incoming communication (col. 1 lines 45-49, col. 2 
lines 1-16, col. 4 lines 15-23). Therefore, it would have been obvious to a person of 
ordinary skill in the art at the time the invention was made to modify the selector device 
of Stone for scrolling through the plurality of sound files and designating a sound file to 
use as an audio alert signal, ms per teaching of Haraguclzi, because it makes user 
friendly by simplifying the operation of setting the incoming tone; modify Stone's system 
to provide for the following: to play the alert (using a designated file) upon detection of 
event at the wireless communication device other than an incoming communication as 
this arrangement would facilitate providing alert sounds for the user for other events as 
taught by Suzuki, thus facilitating additional function for the portable/wireless telephone, 
thus enhancing user convenience. Furthermore, neither Stone nor Haraguclti, nor 
Suzuki specifically teaching the alert generating device comprising a memory receiving 
slot for adding new alert signal from a second memory positioned within the memory 
receive slot. However, Sawada teaches a battery pack (2, figure 1) supplying the 
portable telephone unit (1 , figure 1) with electrical power having a removable IC card 
having semiconductor memory (3, figure 1) and an audio device (38, figure 8) having a 
memory receiving slot (5, figure 2) for adding new alert signals from a second memory 
positioned within the memory receiving slot (col. 3 lines 16-24 and col. 4 line 60 through 
col. 5 line 10) in order to reduce size. Therefore, it would have been obvious to a person 
of ordinary skill in the art at the time the invention was made to modify Stone in having 
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the alert generating device further comprising the memory receiving slot for adding new 
alert signal from a second memory positioned within the memory receive slot, reduces 
size of the device as per teaching of Sawada, because it reduces size of the device. 

Regarding claim 26, Stone discloses that the wireless device is a cellular 
telephone (32, figure 4), the alert is a sound (col. 7 liens 13-14) and the incoming 
communication is a telephone call (col. 2 lines 9-23). 

Regarding claim 27, the limitations of the claim are rejected as the same 
reasons as set forth in claim 25. 

Regarding claim 28, the limitations of claim are rejected as the same reasons as 
set forth in claim 26. 

Response to Arguments 

8. Applicant's arguments with respect to claims 1-3, 5-10, 12-14, 16-28 have been 
considered but are moot in view of the new ground(s) of rejection. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melur Ramakrishnaiah whose telephone number is 
(571)272-8098. The examiner can normally be reached on 9 Hr schedule. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Curt Kuntz can be reached on (571) 272-7499. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 



Business Center (EBC) at 866-217-9197 (toll-free). 




Melur Ramakrishnaial 
Primary Examiner 
Art Unit 2643 



